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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 20 November 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^3 The drawing(s) filed on 20 November 2003 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 2852 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

2. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schilekelmann et al. (EPA# 864,933) in view of Nakagiri et al. (EP# 1,098,266). 

Schilekelmann et al. teach a reproduction apparatus having an image data 
input means such as scanning means 2902 or external machine 2910 which are 
stored in a memory means 2903, a display means 2907, a printing means 2904 for 
printing the images onto paper sheets, and a control means (having computer 
readable storage medium) 2905 for controlling all aspects of the reproduction 
apparatus via instructional operation. See Fig. 29. Referring to Fig. 10, a display 
screen 210 (which is part of the display means 2907) displays a sequence of pages 
1012 present in a print job. An indicator symbol 1011 can be moved through the 
sequence of pages to a desired point and a sheet can be inserted at that point. A 
blank sheet can be added via button 1007, an intermediate sheet can be added via 
button 1105 (Fig. 11), or a page in the sequence of pages can be deleted via button 
1008. As shown, page 21 has been marked such that this sheet was added or is 
marked for deletion. In addition, a series of pages can be marked. If the print job 
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had already been scanned, reduced versions of these pages can be displayed. An 
enlarged version of a selected page can be viewed on another part of the display. See 
col. 10, line 15 - col. 11, line 5. The reproduction apparatus will print the print job as 
modified by the display (e.g. a cover sheet will be inserted) however, the original 
print job is not altered. As seen Fig.3, the option of inserting a cover sheet in the 
back or front of the print job can be selected via button 303. The control means 
2905 will perform instructions so as to perform a copy operation. Specifically, 
Schilekelmann et al. teach everything claimed except actually displaying the insert 
sheet or a cover (preprinted) sheet in plurality along with the print sheets of the 
print job on the display means. 

Nakagiri et al. teach a reproduction apparatus for printing a print job 
composed of a plurality of print sheets and of inserting either cover sheets or inserts 
into the middle of the print job. These print sheets will be displayed on a display 
means. As seen in Fig.35, for example, the cover sheet can be displayed along with 
the print job sheets. Additionally, insert sheets that are inserted into the middle of 
the print job can be displayed as well (see col. 35, lines 15-25). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
display inserted cover sheets or inserted middle sheets in a print job because visual 
confirmation of the output result can be obtained before committing to an actual 
print operation. It would have been further obvious to one of ordinary skill in the 
art at the time the invention was made to display the insert sheets in plurality since 
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the need for a printjob having both a cover sheet and a middle insert sheet is 
encompassed by the operation of both the Schilekelmann et al. and Nakagiri devices 
and such display would again ease the operator's mind via visual confirmation 
before committing to an actual print operation. 

2. Applicant's arguments filed 11/20/2003 have been fully considered but they 
are not persuasive. 

Applicant has amended the claims to include the limitation that the print job 
is not altered. Applicant argues that EPA '933 teach altering the source file (print 
job) with the alternate pages (blank pages, cover sheets, inserted graphics, etc) to 
create a new source file. The applicant, in contrast, never saves the alternate pages 
with the source file (printjob) and therefore does not "alter" the (original) printjob. 
The placement of the alternate pages are saved in an associated job ticket. 

However, it is not seen in EPA '933 that the (original) print job has been 
altered (and saved). As seen in Fig. 10, the printjob is displayed on a display 
screen. If an alternate page is to be inserted somewhere in the print job it is so 
indicated on the display screen (col. 11, lines 2-5). EPA '933 does not describe 
altering (permanently) the source file (print job), only indicating on a display where 
the user would want an alternate sheet to be inserted. Therefore, the examiner 
believes EPA '933 teach not altering the original print job (which is displayed on a 
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display screen as in Fig. 10) but only indicating where an alternate sheet is to be 
placed. 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Robert Beatty whose telephone number is 703- 
308-1372. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Arthur Grimley, can be reached on (703) 308*1373. The fax 
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phone number for the organization where this application or proceeding is assigned 
is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703- 



308-1782. 




Robert Beatty 
Primary Examiner 
Art Unit 2852 



January 30, 2004 



